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DETAILED ACTION 

• This action is responsive to the following communication: RCE filed on 2/22/06. 

• Claims 1-18 are pending, wherein claims 13-18 are newly added. 

• Drawings filed on 5/1/01 has been considered and accepted by the examiner. 

• Foreign priority filed on 5/4/01 has been considered and accepted by the examiner. 

• Response to claim objections (claim 1, 8, 12) has been considered and accepted by the 
examiner. 

Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 2/22/06 has been 
entered. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6, 8-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Hube et al 
(U.S. 5229814). 

Regarding claim 1, Hube discloses a digital image production apparatus (digital 
image forming system, fig, 1) comprising: 
• a print engine (print module 95, fig. 2)\ 
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• having a plurality of trays (plurality of media trays 110, 112, 114, fig. 1 and fig. 2, col. 
4, lines 40-50) each of which is capable of accommodating different types of recording 
sheets (i.e. transparency, standard paper, and etc., fig. 5)\ 

• a user interface (user interface 52, fig. 1 & 2); and 

• an electronic control system (controller 7, fig. 2) for controlling print processing, 
including control of supply of recording sheets from the trays (controlling print media 
from plurality of trays, fig. 5) in accordance with sheet specifications (print media 
specifications, fig. 5) of print jobs (print job with output media parameters/attributes, 
fig. 5-6), wherein the control system has access to a memory (main memory 56, fig. 2, 
col. 6, lines 23-60) which stores for each tray the type of recording sheets (col. 7, lines 
20-24) presently accommodated therein, and; 

• wherein, when recording sheets of a type required for a job are not available (requested 
print medias are not available, fig. 7a, steps 306-1 to 306-N, cols. 7-8) in any of the 
trays, the control system: indicates, through the user interface (UI,fig. 5-6), the required 
type (stock request 304, fig. 7a, col. 9, lines 30-45) of recording sheet; 

• selects an eligible tray C^load requested stock in available tray'^ 324, fig. 7b) that can 
accommodate the required recording sheets; 

• invites, through the user interface, an operator to place recording sheets of the required 
type in the eligible tray (steps 324, 326, and 328, fig. 7b) ; and 

• automatically (automatically starts upon detection of the requested stock, fig. 7a), in 
response to receiving a confirmation signal which confirms that the operator has 
completed the requested action (printing will be resumed and/or started when media is 
loaded/detected, fig. 7b, col. 9, lines 20-65), presumes that the installed recording sheets 
are of the required type (requested media is loaded by operators, steps 324, 326, and 
steps 328, fig. 7b, cols. 9-10) and stores information specifying the required type of 
recording sheet in a location of the memory (memory 56, fig. 2) associated with said 
eligible tray. 

Regarding claim 2, Hube further discloses the apparatus according to claim 1, 
wherein, if at least one tray contains sheets of a type that is not needed (other trays 
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contain different media types, fig. 5-7) for the current job nor any other job scheduled for 
processing so as to represent at least one non-targeted tray, the control system selects one 
of the at least one non-targeted trays (select different/substitute media type if requested 
media is not available, fig. 5-7) as the eligible tray. 

Regarding claim 3, Hube fiirther discloses the apparatus according to claim 1, 
wherein the confirmation signal is a signal indicating that a start button (start button, fig. 
5) of the apparatus has been actuated. 

Regarding claim 4, Hube further discloses the apparatus according to claim 1, 
wherein the required type of recording sheet and the eligible tray are presented to the user 
in the form of a dialog on a display screen (dialog on display screen, fig. 5-6) of the user 
interface. 

Regarding claim 5, Hube further discloses the apparatus according to claim 1, 
further including means for replicating the user interface on a display screen of a 
workstation (controller 7, col. 3, lines 28-42) connected to the printer through a network 
(remote network, col. 3, lines 28-42). 

Regarding claim 6, the apparatus according to claim 5, wherein, when the 
workstation is online (connecting via a modem, col. 3, lines 28-67), the message 
indicating (UI, fig. 5-7) a request for loading recording sheets for a specific print job is 
forcibly offered to the user on the workstation, irrespective of whether or not a print 
monitor function is activated in the workstation (figs. 5-7). 

Regarding claims 8-11 recite limitations that are similar and in the same scope of 
invention as to those in claims 1-4 above; therefore, claims 8-1 1 are rejected for the same 
rejection rationale/basis as described in claims 1-4. 
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Regarding claim 12 recite limitations that are similar and in the same scope of 
invention as to those in claim 1 above; therefore, claim 12 is rejected for the same 
rejection rationale/basis as described in claim 1 . 

Regarding claims 13-15, Hube further discloses wherein said job is a job that is 
about to start (fig. 7a), and the control system, in response to receiving said confirmation 
signal (confirmation of first stock request loaded, fig. 7a-7b), also starts up printing 
processing of the job (fig. 7a). 

Regarding claims 16-18, Hube further discloses wherein said job is a job that has 
been started (fig. 7a), and the control system, in response to receiving said confirmation 
signal (confirmation of next stock requested loaded, fig. 7a-7b, and wherein print job as 
shown in fig. 7a contains plurality of requested stocks), also re-starts (fig. 7a shows each 
requested stock is processed individually and re-starts printing process each time a 
requested stock is loaded) print processing of the job. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hube et al as 
described in claims 1-6 above, and in view of Moro et al (U.S. 6327051). 

Regarding claim 7, Hube discloses an image forming apparatus connected via 
network, but fails to explicitly teach an image forming apparatus is connected to at least 
"two" user terminals, and transmitting message regarding paper media to at least two 
terminals at different timings. 
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Moro, in the same field of endeavor for printing, teaches image forming apparatus 
is connected to at least "two" user terminals (fig. 10, col. 9, lines 60-67), and transmitting 
message regarding paper media (error messages, fig. 28 & 41) to at least two terminals 
(plurality of host computers, col. 9, lines 60-67) at different timings (errors messages can 
be sent virtual anytime depending on timings of occurrence). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify Hube as per teachings of Moro because of a following 
reason: (•) allowing multiple users to access a single image forming apparatus; thereby, 
reducing hardware costs; (•) by notifying printer's errors to multiple users, the printer's 
errors can be fix/response by different users and/or reducing downtime. 

Therefore, it would have been obvious to combine Hube vAth Moro to obtain the 
invention as specified in claim 7. 

Response to Arguments 

Applicant's arguments with respect to claims 1, 8, and 12 have been considered but are 
moot in view of the new ground(s) of rejection (see claim 1 for details). 
• Regarding claims 1, 8, and 12, the applicants argued the cited prior art of record (US 
5229814 to Hube) fails to teach and/or suggest "automatically, in response to a 
confirmation signal which confirms that the operator has completed the requested action, 
presumes that the installed recording sheets are of the required type and stores 
information specifying the required type of recording sheet in a location of the memory 
associated with said eligible tray. In other words, the applicants argued Hube incorporates 
an additional step (checking if the requested stock matches the stock loaded in any of the 
trays) that was not necessary require by the applicant's claimed invention/disclosure. 

In response, the examiner fully disagrees with applicants' arguments. First of all, 
the examiner would like to remind to the applicant that the term "presumes" is nowhere 
to be found in the original filed specification. Only relevant term "assimie" is found 
within the original filed specification. Herein, the examiner interprets the term "presume" 
same as "assume". If these two terms are different in definitions, clarification is required. 
Steps S5-S6 as shown in fig. 3 (applicants' disclosure) is taught by step S324 (Hube's 
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disclosure); steps S7 (applicants' disclosure) is taught by S326 (Hube's disclosure); step 
S8 (applicants' disclosure) is taught by S328 (Hube's disclosure); step S9 is taught by 
step 306-1 of fig. 7A (Hube's disclosure). In response to applicant's argument that the 
reference fails to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., checking of loaded request stock is 
unnecessary) are not recited in the rejected claim(s). Although the claims are interpreted 
in light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The applicants' 
arguments are based upon an assumptions^ that the operator has checked and verified 
that the loaded request stock is 100% true and accurate without further additional 
checking by the system controller. Clearly, "checking" method/step is performed by the 
operator, therefore, arguments "checking of loaded request stock is unnecessary" is found 
to be untrue and contradict. Hube also teaches the method of checking the loaded request 
stock (step 306-1 of fig. 7a after the stock is loaded from fig. 7b) to verify the loaded 
stock is true and accurate via using a system controller that the operator has loaded the 
right stock. In other words, applicants' and Hube' inventions are both involved checking 
but using a different method of checking; one using an operator to verify, the other using 
the system controller to verify. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L. Pham whose telephone number is (571) 272- 
7439. The examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
Thierry L. Pham 




